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Applicant(s) ' 
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Examin9r 
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The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 27 January 2005 . 
2a)l3 This action is FINAL. 2b)n This action is non-final, 

3)n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

dosed in accordance with the pr 



practice under Ex parte Gusylo, 1935 CD. 11. 453 O.G. 213. 



is/are withdrawn from consideration. 



Disposition of Claims 

4) 13 Claim(s) 1-5 and 12 is/are pending in the application. 

4a) Of the above claim(s) _ 

5) 0 Claim{s) is/are allowed. 

6) IE Claim(s) 1 and 12 is/are rejected. 

7) 13 Claim(s) 2^5 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or{f). 
a)l3 All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2M Certified copies of the priority documents have been received in Application No. 09/496290 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited {PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Peper No(s)/MaiI Date . 



4) ri Interview Summary (PTO-4 13) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademaric Office 

PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 
Claim Interpretation 

1. Claim 1, etc. mentions "total nitrogen", "a first portion of total nitrogen", and " a second 
portion of total nitrogen". Said claim does not contain closed type claim language, thereby 
limiting "total nitrogen" to consist of "a first portion of total nitrogen" and " a second portion of 
total nitrogen". 

Claim Rejections - 35 USC § 102/103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitied to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35U.S.C. 102(e)). 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claim 1 is rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Hasegawa et al (US 6,162,307). 

Hasegawa teaches a method of producing a hot rolled steel sheet (column 1 1 line 57) by 
adding titanium and boron to a steel melt in amounts sufficient to combine with N, thereby 
forming both TiN and BN (column 7 Unes 10-11, abstract). Because Hasegawa teaches examples 
where the nitrogen content is given, it is held to be within Hasegawa to measure the total 
nitrogen concentration of the steel melt (see Tables 1 and 3, column 7 line 40). Hasegawa 
teaches further hot rolling said steel into a sheet (column 1 1 line 57). 

Hasegawa does not mention the transverse yield strength, formability, or sUvering of said 
alloy. However, because Hasegawa teaches performing a process of adding Ti and B to a steel 
melt and hot rolling said steel into a sheet, substantially as presently claimed, then substantially 
the same results, such as yield strength, increased formability and low slivering, are expected to 
occur. 

Because it is inherent in the disclosure of Hasegawa to have measured the total nitrogen 
content (said content in given in Tables 1 and 3, see discussion above), it is held that Hasegawa 
anticipates the presently claimed invention. 

Alternatively, because it is within the scope of Hasegawa to measure the total nitrogen 
content (see discussion above, and because Hasegawa further teaches a process of adding Ti to 
form TiN and adding B to form BN in said steel melt, substantially as presently claimed, it is 
held that Hasegawa has created a prima facie case of obviousness of the presently claimed 
invention. 

5. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hasegawa. 
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Hasegawa is discussed above. Concerning claim 12, the value of SR for Example 17 in 
Table 1 of Hasegawa is =1.405 w/conq)ensating for Zr as follows: 



B/ + Ti/ + Zr/ 
/O.ll^ /3.42^ /6.51 



N 



, wherein 



MW, ^ 91.22g 



MPT^, 14.0067g 



which falls within the presently claimed SR range. Alternatively, the value of SR for Exan^le 9 
in Table 1 of Hasegawa is =0.76 (calculated using the exact formula in said claim). The BxN* 
value for ex. 17 = 5.75x10"^ wt%^ and BxN* for ex. 9 = 1.37x10"^ wt%^ which falls outside the 
instant BxN* range. However, the broad B and N* ranges taught by Hasegawa (col. 6 lines 45- 
46, col. 5 Une 55) overlap the instant BxN* value. With respect to the overlap, appUcant has not 
shown criticality of the presently claimed range. 

Because Hasegawa teaches a method for producing a steel sheet by adding sufficient 
amounts of Ti and B in order to combine with N, in amounts that fall within or overlap the 
instant SR and BxN* values, it is held that Hasegawa has created a prima facie case of 
obviousness of the presently claimed invention. 

Allowable Subject Matter 
6. Claims 2-5 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

The closest prior art, Hasegawa, does not teach or suggest a process for producing a hot 
rolled steel sheet by the instant measuring, and adding Ti to form TiN, adding B to form BN, and 
hot rolling, conplete with a second portion of nitrogen N*, within the presently claimed range. 
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Response to Arguments 

7. In the response filed on January 27, 2005 applicant submitted various arguments 
traversing the rejections of record. 

8. Applicant's argument that the present invention is allowable over the prior art of record 
because Hasegawa teaches ZrN precipitates are formed, which is excluded by the instant claim 
language, has not been found persuasive. Though the examiner agrees (see arguments p 2-3) that 
Hasegawa teaches ZrN precipitates are formed, the instant claim language does not exclude the 
addition of Zr to form said ZrN precipitates. As stated above, it is not clear that "total nitrogen" 
(cl. 1) consists of "a first portion of total nitrogen" combined with " a second portion of total 
nitrogen". Similarly, claim 12 does not exclude Zr from being added to said steel. 

9. Applicant's argument that the present invention is allowable over the prior art of record 
because the prior art does not teach measuring the total nitrogen has not been found persuasive. 
Col. 14 Unes 1-4 mentions "after Ti, Zr, N, Nb and V contents were wet analyzed, the 
precipitation amounts as TiN, ZrN, NbN and VN were analyzed" i.e. the total nitrogen content of 
the steel was measured, which meets the instant measuring step Umitation. 

10. Applicant's argument that the present invention is allowable over the prior art of record 
because claim 12 because the SR taught by Hasegawa is incorrect has not been found persuasive. 
Firstly, even if the instant specification mentions a different equation besides the equation given 
in claim 12 (i.e. accounting for additional nitrogen precipitation formers, such as Zr taught by 
Hasegawa), although the claims are interpreted in light of the specification, Umitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
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USPQ2d 1057 (Fed Cir. 1993). Secondly, even if Zr were accounted for in said equation (see 
above rejection for detailed analysis), Hasegawa still teaches a SR within the instant range. The 
examiner points out that said claim does not exclude additional nitrogen precipitation formers 
(see Claim Interpretation, above). 

Conclusion 

1 1 . TfflS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janelle Combs-Morillo whose telephone number is (571) 272- 
1240. The examiner can normally be reached on 8:30 am- 6:00 pm 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




April 11, 2005 




